
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/733,313 



12/12/2003 



Wei-Hou Chang 



BHT-3 106-301 



9093 



7590 09/10/2004 

TROXELL LAW OFFICE PLLC 

Suite 1404 

5205 Leesburg Pike 

Falls Church, VA 22041 



EXAMINER 



ART UNIT 



GRAYBILL, DAVID E 

1 



PAPER NUMBER 



2822 

DATE MAILED: 09/10/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/733,313 


Applicant(s) 

CHANG, WEI-HOU 


exam iner 

David E Graybill 


Art Unit 

2827 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 12 December 2003 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1^6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s):M) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)E3 None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) [H Notice of Draftsperson's Patent Drawing Review (PTO-948) _ Paper No(s)/Mail Date. . 

3) 0 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) CD Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) ED Other: . 

U.S. Patent and Trademark Office ~~ *~~" " 

PTOL-326 (Rev. 1 -04) Office Action Summary Part of Paper No./Mail Date 964 



Application/Control Number: 10/733,313 Page 2 

Art Unit: 2827 

Claims 2-6 are objected to because of the following informalities: 

The claims are in improper dependent form because the transitional 
claim language, "As described in claim 1" is improper. Appropriate 
correction is required. 

Periods improperly are used other than at the end of the claims. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-6 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

There is insufficient antecedent basis for the following: 

Claims 1,4 and 5, "the surface"; 

Claims 1, 4 and 6, "outer edge"; 

Claims 1-4 and 6, "the cross-section"; 

Claim 4, "the ceramic capacitor 1"; 

Claims 4 and 6, "the leakage electrode layer," and "the coating 
overflow area"; 

Claim 6, "the nickle or copper surface," and "the covered electrodes." 

A broad range or limitation together with a narrow range or limitation 
that falls within the broad range or limitation (in the same claim) is 
considered indefinite, since the resulting claim does not clearly set forth the 
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metes and bounds of the patent protection desired. Note the explanation 
given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad 
language is followed by "such as" and then narrow language. The Board 
stated that this can render a claim indefinite by raising a question or doubt 
as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) 
a required feature of the claims. Note also, for example, the decisions of Ex 
parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 
(Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). In 
the present instance, claim 1 recites the broad recitation "the surface of the 
two electrodes of a ceramic capacitor is coated with conductive paste by a 
printing process under viscosity control.," and the claim also recites "More 
specifically, . . . inhibited./' which is the narrower statement of the 
range/limitation. 

In claims 1-6, the use of the tilde "~" is unconventional and is 
incomprehensible. 

In claims 1, 2, 3 and 5, it is unclear if the language following the 
language "so," further limits the claims. 

In claims 2 and 3, the scope of the specified percentages is unclear 
because the measurements lack units. 
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In claims 4 and 6, it is unclear if the language following the language 
"thus," further limits the claims. 

The following is a quotation of MPEP 2111.01 [R-l]: 

THE WORDS OF A CLAIM MUST BE GIVEN THEIR "PLAIN MEANING" UNLESS THEY ARE 
DEFINED IN THE SPECIFICATION 

While the ** claims of issued patents are interpreted in light of the 
specification, prosecution history, prior art and other claims, this is not the mode of claim 
interpretation to be applied during examination. During examination, the claims must be 
interpreted as broadly as their terms reasonably allow. This means that the words of the 
claim must be given their plain meaning unless applicant has provided a clear definition 
in the specification. In re Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. 
Cir. 1989) (discussed below)>; MSM Investments Co. v. Carolwood Corp., 259 
F.3d 1335, 1339-40, 59 USPQ2d 1856, 1859-60 (Fed. Cir. 2001). One must bear in mind 
that, especially in nonchemical cases, the words in a claim are generally not limited in 
their meaning by what is shown or disclosed in the specification. It is only when the 
specification provides definitions for terms appearing in the claims that the specification 
can be used in interpreting claim language. In re Vogel, 422 F.2d 438, 441, 164 USPQ 
619, 622 (CCPA 1970). 

The following is a quotation of MPEP 2111.01 [R-l]: 

THE WORDS OF A CLAIM MUST BE GIVEN THEIR "PLAIN MEANING" UNLESS THEY ARE 
DEFINED IN THE SPECIFICATION 

While the ** claims of issued patents are interpreted in light of the 
specification, prosecution history, prior art and other claims, this is not the mode of claim 
interpretation to be applied during examination. During examination, the claims must be 
interpreted as broadly as their terms reasonably allow. This means that the words of the 
claim must be given their plain meaning unless applicant has provided a clear definition 
in the specification. In re Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. 
Cir, 1989) (discussed below)>; MSM Investments Co. v. Carolwood Corp., 259 
F.3d 1335, 1339-40, 59 USPQ2d 1856, 1859-60 (Fed. Cir. 2001). One must bear in mind 
that, especially in nonchemical cases, the words in a claim are generally not limited in 
their meaning by what is shown or disclosed in the specification. It is only when the 
specification provides definitions for terms appearing in the claims that the specification 
can be used in interpreting claim language. In re Vogel, 422 F.2d 438, 441, 164 USPQ 
619, 622 (CCPA 1970). 

In claims 1, 4 and 6 the scope of the language "common ceramic 
capacitor" is unclear because the language is not clearly defined in the 
disclosure, and it otherwise has no plain meaning. - 
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In claims 2-6 the scope of the language "leakage problem" is unclear 
because the language is not clearly defined in the disclosure, and it 
otherwise has no plain meaning. 

Claims 1-6 have not been rejected over the prior art because, in light 
of the 35 U.S.C. 112 rejections supra, there is a great deal of confusion and 
uncertainty as to the proper interpretation of the limitations of the claims; 
hence, it would not be proper to reject the claims on the basis of prior art. 
As stated in In re Steele, 305 F.2d 859, 134 USPQ 292 (CCPA 1962), a 
rejection should not be based on considerable speculation about the 
meaning of terms employed in a claim or assumptions that must be made as 
to the scope of the claims. Also see In re Wilson, 424 F.2d 1382, 165 USPQ 
494 (CCPA 1970) (if no reasonably definite meaning can be ascribed to 
certain claim language, the claim is indefinite, not obvious). See also MPEP 
2143.03 and 2173.06. 

For information on the status of this application applicant should check PAIR: 

Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 

Alternatively, applicant may contact the File Information Unit at (703) 308-2733. 
Telephone status inquiries should not be directed to the examiner. See MPEP 
1730VIC, MPEP 203.08 and MPEP 102. 

Any other telephone inquiry concerning this communication or earlier communications from the 
examiner should be directed to David E. Graybill at (571) 272-1930. Regular office hours: 
Monday through Friday, 8:30 am. to 6:00 p.m. 
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The fax phone number for group 2800 is (703) 872-9306. 



David E. Graybill 
Primary Examiner 
Art Unit 2827 
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3-Sep-04 



